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DETAILED ACTION 

REMARKS 

Claims 1-42 and 46 remain pending. Claims 1-18 and 27-37 remain withdrawn 
for being directed toward non-elected inventions. In summary, claims 19-26, 38-42 and 
46 remain pending for prosecution. 

Despite Applicants' argunfients, the art rejections are maintained. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 19-21, 23, 26, 38 and 46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cassin et al. (US 5,91 0,287) in view of Gilby (US 6,239,871 B1). 

Cassin et al. disclose a multi-well plate comprising a lid on top of the plate and 
lenses formed on the bottom of the wells of the plate (see lines 40-67, col. 6). The lens 
can be used to facilitate fluorescence measurements (see lines 5-25, col. 16) wherein 
the measurement utilizes excitation optics for exciting the fluorescent compounds and 
collection optics for collecting the fluorescence. The multi-well plate disclosed by Cassin 
et al. differs from the claimed invention in that the reference does not disclose aplanatic 
lenses. The reference also does not disclose a single lens that can both excite and 
collect the fluorescence. 
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Gilby discloses a lens for conducting fluorescent measurements. It discloses a 
planar-convex lens 100 that is aplanatic for eliminating spherical aberration (see Fig, 3 
and Abstract). The lens comprises a rounded portion as well as a projection. The lens is 
capable of exciting the fluorescent compound and collecting the fluorescence emitted by 
the compound (see Fig. 4), In light of the disclosure of Gilby, it would have been 
obvious to one of ordinary skill in the art to provide an aplanatic plano-convex lens to 
the bottom of the wells of the plate disclosed by Cassin et al. so that a single lens can 
be used to conduct the fluorescence measurements. The lens would also eliminate 
spherical aberration. 

With respect to claim 23, although Cassin et al. do no explicitly disclose the 
structure of the lid, flat well-plate lids are well known in the art. Therefore, it would have 
been obvious to one of ordinary skill in the art to provide a flat lid to the well-plate 
disclosed by Cassin et al. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cassin 
et al. in view of Gilby as applied to claims 19-21, 23, 26, 38 and 46, and further view of 
Trost (US 6,066,245). 

Neither Cassin et al. nor Gilby disclose a lens with a frusto-conical projection 
member. However, Cassin et al. do disclose that the wells of the well-plate can be of 
any shape (see lines 50-65, col. 6). Therefore, it would have been obvious to taper the 
wells of the modified well-plate disclosed by Cassin et al. and Gilby to facilitate the 
pipetting of the samples from the wells. 
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Furthermore, Trost discloses a plano-convex lens 102 for conducting 
fluorescence measurements (see Fig. 1). The lens comprises a round portion and a 
cylindrical projection portion. Given that the lens disclosed by Trost performs the same 
function as the lens disclosed by Gilby, it would have been obvious to provide the lens 
disclosed by Trost to the bottom of the wells of the modified plate disclosed by Cassin et 
al. instead of the lens disclosed by Gilby. It also would have been obvious to taper the 
projection portion of the lens disclosed by Trost such that it becomes frusto-conical to 
accommodate the shape of the tapered wells. 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cassin 
et al. in view of Gilby as applied to claims 19-21 , 23, 26, 38 and 46, and further in view 
of Warhurstet al. (US 6,896.848 B1). 

Neither Cassin et al. nor Gilby disclose a metallic member. 

Warhurst et al. disclose a flat cover adapted to seal the wells of a microtiter plate 
(see Fig. 1). The reference discloses that the cover can be made from a metal (see 
lines 65-67, col. 2). 

In light of the teachings of Warhurst et al., it would have been obvious to one of 
ordinary skill in the art to provide a metallic cover to the wells of the modified plate 
disclosed by Cassin et al. and Gilby since metal is very strong. 



1 
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Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cassin 
et al. in view of Gilby as applied to claims 19-21, 23, 26, 38 and 46, and further in view 
of Sha et al. (US 2003/0235519 Al). 

Neither Cassin et al. nor Gilby disclose a cover that is made from polypropylene. 

Sha et al. disclose a flat cover adapted to seal the wells of a microtiter plate (see 
Fig. 4B). The reference discloses that the cover can be made from a transparent 
polypropylene (see [0027]). 

In light of the teachings of Sha et al., it would have been obvious to one of 
ordinary skill in the art to provide a transparent polypropylene cover to. the wells of the 
modified plate disclosed by Cassin et al. and Gilby since polypropylene is a resilient 
plastic. 

Claims 40-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cassin et al. in view of Gilby as applied to claims 19-21, 23, 26, 38 and 46, and further 
in view of Hijikata (US 3,932,132). 

Neither Cassin et al. nor Gilby disclose an elongate portion. 

Hijikata discloses an optical system adapted to detect particular analytes in a 
fluid. The system comprises a transparent reagent carrier 11 on which an absorptive 
reagent is disposed, a lamp 12a for projecting light onto the reagent, and a tubular light 
guide 12c that guides the light emitted by the lamp to the reagent carrier (see Fig. 2). 
The light guide focuses all the light emitted by the lamp towards the reagent carrier. 
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In light of the teachings of Hijikata, it would have been obvious to one of ordinary 
skill in the art to provide the modified plate disclosed by Cassin et al. and Gilby with a 
light guide to guide the light projected into the wells. 

* 

m 

Claims 19 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cassin et al. in view of Schroeder et al. (US 5,355.215) and as evidenced by 
Claytor (US 4.787,722). 

As indicated above. Cassin et al. disclose a microplate for conducting 
fluorescence measurements. However. Cassin et al. do not disclose a Fresnel lens. 

Schroeder et al. disclose a well-plate for conducting fluorescence measurements. 
The well-plate comprises Fresnel lenses on the bottom of the wells for exciting and 
collecting fluorescence (see Fig. 6 and lines 25-45, col. 6). Claytor discloses that 
Fresnel lenses are inherently aplanatic (see lines 10-15. col. 1). Furthermore, the lens 
shown by Claytor comprises a rounded portion as well as a projection. In light of the 
disclosure of Schroeder et al. and Claytor, it would have been obvious to one of 

* 

ordinary skill in the art to incorporate Fresnel lenses to the bottom of the wells of the 
plate disclosed by Cassin et al. since Fresnel lenses are aplanatic and thus prevent 
spherical aberration. 

Response to Arguments 

Applicant's arguments with respect to the art rejections have been fully 
considered but they are not persuasive. 
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Claim rejections under 35 U.S.C. 103(a) as being unpatentable over Cassin 
et al. in view of Gilby: 

First, Applicants argue that the references fail to disclose all the claimed 
limitations. Specifically, Applicants argue that the references fail to disclose a plurality of 
aplanatic lenses, each lens comprising a rounded portion and a projection that extends 
into the sample. This argument is not persuasive. With respect to the plurality of lenses, 
Cassin et al. disclose that the microplate can comprise a plurality of wells (e.g. 864, 
1536, 3456 or 9600 wells), and that a lens can be formed on a well bottom (see lines 
47-67, col. 6). Based on the disclosure, it is evident that the microplate disclosed by 
Cassin et a. comprises a plurality of lenses. With respect to the shape of the lenses (i.e. 
rounded portion and a projection), Cassin et al. fail to disclose such a lens. However, 
Gilby remedies the deficiency. Gilby discloses the use of an aplanatic lens for 
conducting fluorescence measurements. As shown in Figure 3 of Gilby, an aplanatic 
lens 100 comprises a round portion as well as a projection. 
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/ 



Applicants also argue that the combination of Cassin et al. and Gilby is improper. 
Specifically, Applicants argue that the disclosure of Cassin et al. is directed towards 
optical detection using lenses formed at the bottom of a microplate whereas the 
disclosure of Gilby is directed towards the use of a lens situated outside of a capillary. 
This argument is not persuasive. Although Cassin et al. do not disclose the type of lens 
that can be incorporated into the microplate, one of ordinary skill in the art would 
recognize that different types of lenses could be used, depending on the type of optical 
measurement used to analyze the contents of the well. Gilby discloses the use of an 
aplanatic lens for conducting fluorescence measurements because aplanatic lenses 
eliminate spherical aberration, thereby improving efficiency (see Abstract). This is 
sufficient motivation to incorporate an aplanatic lens to the bottom of each well of the 
microplate disclosed by Cassin et al. Applicants' argument that the lens disclosed by 
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Gilby is not used in conjunction with a microplate appears to be irrelevant. There is no 
evidence that suggests that the application of aplanatic lenses is limited to the 
application disclosed by Gilby, or that the ability of an aplanatic lens to eliminate 
spherical aberration exists only when conducting measurements as disclosed by Gilby. 

Claim rejections under 35 U.S.C. 103(a) as being unpatentable over Cassin 
et al. in view of Schroeder et al., and as evidenced by Claytor. 

Applicants cite similar arguments addressed above to establish the improperness 
of this rejection. Specifically, Applicants argue that the references fail to disclose all the 
claim limitations (i.e. an aplanatic lens that comprises a rounded portion and a 
projection). This argument is not persuasive. Figure 5 of Claytor shows a Fresnel lens 
comprising a rounded portion and a projection. 




Applicants also argue that the lens disclosed by Schroeder et al. is not in contact 
with a sample as recited in the claims. This argument is not persuasive because 
Applicants are attacking the references individually. One cannot show nonobviousness 
by attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). In this instance, the combination 
of the three references disclose all the claim limitations. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul S. Hyun whose telephone number is (571)-272- 
8559. The examiner can normally be reached on Monday-Friday 8AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Jill Warden can be reached on (571)-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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